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382 F.3d 1324, 192 Ed. Law Rep. 43, 72 U.S.P.Q.2d 1253
United States Court of Appeals,

Federal Circuit.
XECHEM INTERNATIONAL, INC., Plaintiff-Appellant,

v.
THE UNIVERSITY OF TEXAS M.D. ANDERSON CANCER CENTER and Board of Regents of the University

of Texas System, Defendants-Appellees.
No. 03-1406.

Aug. 31, 2004.
Background: Biopharmaceutical company brought action against state university research center and
board of regents, alleging various claims and seeking to correct inventorship as to two patents in
connection with collaborative project between the parties. The United States District Court for the
Southern District of Texas, Ewing Werlein, Jr., J., granted university's motion to dismiss on the
pleadings, and company appealed.

Holdings: The Court of Appeals, Pauline Newman, Circuit Judge, held that:
(1) university's entry into collaborative research agreement and subsequent license agreement with
company did not waive university's sovereign immunity as to claim for correction of inventorship;
(2) university's act of causing its employee to apply for patents did not constructively waive its
immunity;
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[10] KeyCite Citing References for this Headnote
291 Patents
291V Requisites and Validity of Letters Patent
 291k126 k. Correction or Amendment. Most Cited Cases

Patent statute permits court to order correction of inventorship over the objection of those adversely
affected. 35 U.S.C.A. § 256.
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Recognized as Unconstitutional
35 U.S.C.A. §§ 271(h), 296
15 U.S.C.A. § 1122
*1326 John P. Luther, Law Office of John P. Luther, of Kent, WA, argued for plaintiff-appellant.
David L. Parker, Fulbright & Jaworski L.L.P., of Austin, TX, argued for defendants-appellees. With him
on the brief were Marcy Hogan Greer and Robert E. Hanson, Jr.
Before PAULINE NEWMAN, GAJARSA, and LINN, Circuit Judges.

PAULINE NEWMAN, Circuit Judge.
Xechem International, Inc., a biopharmaceutical company, brought suit against the University of
Texas M.D. Anderson Cancer Center and the Board of Regents of the University of Texas System
(collectively “the University”) in the United States District Court, raising several federal and state
counts arising from a collaborative project between Xechem and the University. In response to the
complaint the University asserted its Eleventh Amendment and state immunity from suit, and the
United States District Court for the Southern District of Texas granted the University's motion to
dismiss on the pleadings, Fed.R.Civ.P. 12(b)(6). The only issue on appeal is whether the University is
subject to suit in federal court to obtain correction of the inventorship of United States Patents No.
5,877,205 and 6,107,333, the patents flowing from the project.
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